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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1 .17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on April 30 and July 27, 2007 has been entered. 

2. Claims 45-56 were previously pending, with claims 51-56 withdrawn from consideration. 
Applicant amended claims 45 and 46. Claims 45-56 are pending; claims 45-50 will be examined. 

3. Applicant's amendments overcame the rejection of claims 45-50 under 35 U.S.C. 102(b) as 
anticipated by Telang et al. 

4. This office action presents new grounds for rejection necessitated by amendment. 
Applicant's arguments regarding claim interpretation are addressed below, as they are pertinent to 
the newly presented rejections. 

Response to Arguments 

5. Applicant's arguments filed April 30, 2007 have been fully considered but they are not 
persuasive. 

Regarding the interpretation of terms "perfect correlation", "high correlation" and "moderate 
correlation", Applicant argues that the terms are defined on page 29 using standard statistical 
analysis. However, first, the phrase "The degree of correlation for r may be defined as follows:" 
(emphasis added) is not the same as "The degree of correlation r is defined as follows:" (emphasis 
added), therefore, the phrase "may be defined" is not a definition. Further, the standard statistical 
analysis from which r is calculated related two sets of numerical values to each other, whereas there 
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is no requirement for any numerical variables in the claims: the presence of a marker (not a 
numerical values) is correlated to the presence of a certain parameter, again, not a numerical value. 
Therefore, the interpretation of these terms by examiner is justified in view of the above. 

Claim Interpretation 

6. The term "environmental sample" has not been defined by Applicant, therefore it is 
interpreted as any sample. 

7. The term "environmental parameter of interest" has not been defined by Applicant, therefore 
it is interpreted as any parameter. 

8. The term "parameter of interest is surface oil or natural gas deposit" in interpreted as any 
parameter pertaining to oil or gas. 

9. The terms "perfect correlation", a "high degree of correlation" and "moderate degree of 
correlation" have not been defined, therefore, the first two terms are treated as equivalent, and the 
third as any degree of correlation. 

1 0. The term "PGR probe" has not been defined, therefore it is interpreted as either a primer or a 
probe used in the PGR reaction or to detect PGR reaction products. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

12. Glaims 45-49 are rejected under 35 U.S.C. 102(b) as being anticipated by Golsteyn Thomas 
et al. (Appl. Env. Microbiol., vol. 57, pp. 2576-2580, 1991). 

Glaims 45 and 46 will be considered together in claim 45, which is a species of claim 46. 
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Regarding claims 45 and 46, Golsteyn Thomas et al. teach a method of identifying the 
presence of Listeria monocytogenes (= environmental parameter of interest) by identifying the 
presence of the listeriolysin gene of L. monocytogenes (= nucleic acid marker sequence) (Abstract; 
page 2576, paragraphs 1-4) by: 

a. providing an environmental sample containing a population of interest (Golsteyn Thomas 
et al. teach providing milk and meat samples containing microbial populations (page 2576, last 
paragraph; page 2577, first paragraph).); 

b. isolating genomic DNA from the environmental sample (Golsteyn Thomas et al. teach 
isolating DNA from the samples (page 2577, second and third paragraphs).); 

c. assaying the genomic DNA utilizing a plurality of species-specific probes to the nucleic 
acid marker sequence that shows a correlation to the parameter of interest (Golsteyn Thomas et al. 
teach performing a PGR assay with the L. monocytogenes specific primers (page 2577, paragraphs 
4-8; Tables 1 and 2; Fig. 1).); and 

d. inferring the presence of the parameter of interest based upon the presence of the nucleic 
acid marker sequence in the genomic DNA isolated from the sample, wherein the presence of the 
nucleic acid marker sequence in the genomic DNA is determined using the plurality of species- 
specific probes as PGR probes of the genomic DNA (Golsteyn Thomas et al. teach inferring the 
presence of L. monocytogenes in the samples from the presence of the amplification product of the 
listeriolysin O gene (page 2578; Fig. 2-4).). 

Regarding claims 47-49, Golsteyn Thomas et al. teach perfect correlation between the 
presence of the gene and the presence of L. monocytogenes (page 2578, first paragraph; Table 2). 
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Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

14. Claims 45-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over Leu et al. 
(Anaerobe, vol. 4, pp. 165-174, 1998). 

A) Claims 45 and 46 will be considered together in claim 45, which is a species of claim 46. 

Regarding claims 45 and 46, Leu et al. teach a method of identifying the presence of 
hydrogen sulfide in oil fields (= environmental parameter of interest) by identifying the presence of 
the 16S rDNA of sulfate-reducing bacteria (SRB) (= nucleic acid marker sequence) (Abstract; page 
165; page 166, first and third paragraphs) by: 

a. providing an environmental sample containing a population of interest (Leu et al. teach 
providing samples from oil fields containing microbial populations (Table 1; page 166, fourth 
paragraph).); 

b. isolating genomic DNA from the environmental sample (Leu et al. teach isolating DNA 
fi-om the samples (page 167, second paragraph).); 

c. assaying the genomic DNA utilizing a plurality of species-specific probes to the nucleic 
acid marker sequence that shows a correlation to the parameter of interest (Leu et al. teach 
performing a PCR assay with primers specific for the 16S rRNA genes (page 167, third 
paragraph).); and 

d. inferring the presence of the parameter of interest based upon the presence of the nucleic 
acid marker sequence in the genomic DNA isolated from the sample, wherein the presence of the 
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nucleic acid marker sequence in the genomic DNA is determined using the plurality of species- 
specific probes as PGR probes of the genomic DNA (Leu et al. teach inferring the presence of 
hydrogen sulfide from the presence of thermophilic SRB in the samples (page 170, paragraphs 2-4; 
page 171, last paragraph; page 172, last paragraph).). 

Regarding claims 47-49, Leu et al. teach perfect correlation between the presence of 
hydrogen sulfide and the presence of SRB (page 1 70, fourth paragraph). 

Regarding claim 50, Leu et al. teach oil fields (page 166, fourth paragraph; Table 1). 

B) Leu et al. do not specifically teach using species-specific primers or probes in analysis of 
oil field samples. However, they suggest using the cloned SRB sequences to obtain species-specific 
probes to identify individual SRBs (page 172, third paragraph). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to have used species-specific primers as suggested by Leu et al. to detect individual 
species of sulfur-reducing bacteria in oil fields. The motivation to do so would have been that this 
would enable determination of the abundance and distribution of SRB in oil fields (page 172, third 
paragraph) and further understanding of the oil formation souring caused by the bacteria (page 165, 
first paragraph). 
15. No claims are allowed. 

Conclusion 

Any inquiry conceming this communication or earlier communications from the examiner 
should be directed to Teresa E. Strzelecka whose telephone number is (571) 272-0789. The 
examiner can normally be reached on M-F (8:30-5:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Gary Benzion can be reached on (571) 272-0782. The fax phone number for the organization where 

this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Teresa E Strzelecka 
Primary Examiner 
Art Unit 1637 
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